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DETAILED ACTION 

Specification 

1 . The abstract of the disclosure is objected to because its length exceeds 150 
words. Correction is required. See MPEP § 608.01(b). 

Claim Objections 

2. Claims 1-12 are objected to because of the following informalities: the language 
used is confusing because the language "stor[ing] predetermined information on a 
paper sheet" appears to mean that the information is physically stored on the sheet, 
e.g., printed on a sheet. Using a word such as "about" instead of "on" would correct this 
confusing language. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 9-12 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Applicant is claiming a "computer program 
product." 

5. "Functional descriptive material" consists of data structures and computer 
programs which impart functionality when employed as a computer component. This 
type of "descriptive material" is nonstatutory when claimed as descriptive material per 
se, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional descriptive material is 
recorded on some computer-readable medium, it becomes structurally and functionally 
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interrelated to the medium and will be statutory in most cases since use of technology 
permits the function of the descriptive material to be realized. See MPEP 2106.01 . 

6. In this case, "computer program product" is broad enough language to 
encompass nonstatutory subject matter, as it could encompass, e.g., a signal or carrier 
wave. 

7. Claim 13 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 13 is nominally a method claim, 
however, there are no method steps positively set forth in the claim. The claim merely 
states that the paper feed destination is not automatically changed. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dei 
(4,763,889) in view of Yaginuma (US 5,848,320). 

1 0. Re claim 1 , Dei discloses an image forming apparatus having a plurality of paper 
feed portions capable of setting index sheets, comprising: a storage section (4-6) which 
stores predetermined information on a paper sheet set in each paper feed portion; and 
a control section (16) which performs processing of automatically changing the paper ■ 
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feed portion between the plurality of paper feed portions on the basis of the 
predetermined information stored in said storage section, wherein when pieces of 
predetermined information on the sheets set in the paper feed portions coincide with 
each other, said control section controls the paper feed portions so as to perform 
change processing between the plurality of paper feed portions in which sheets are set, 
and when the pieces of predetermined information do not coincide with each other, 
controls the paper feed portions so as not to perform change processing (col. 5, lines 
17-35). Dei does not explicitly address the use of index sheets in the paper feed 
portions. However, Yaginuma teaches the use of tab sensors (130a-130e) for detecting 
a size and position of the tabs ( Yaginuma , col. 7, first par.). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to add tab 
sensors to Dej, and perform the automatic cassette changing of Dei based on the output 
of the tab sensors, as taught by Yaginuma , for detecting a size and position of the tabs. 

11. Re claim 2, the apparatus of Dei as modified by Yaginuma comprises the 
apparatus according to claim 1, wherein the predetermined information stored in said 
storage section includes information on a size and a type of the paper sheet set in the 
paper feed portion ( Dei , col. 2, lines 51-54), and when the paper type is an index sheet, 
information on the number of index portions and/or a shape of the index portion is 
further stored ( Yaginuma , col. 7, lines 31-33). 

12. Re claim 3, the apparatus of Dei as modified by Yaginuma comprises the 
apparatus according to claim 2, further comprising an index sheet setting section which 
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sets the information on the number of index portions and/or the shape of the index 
portion ( Yaginuma , col. 7, lines 31-33). 

1 3. Re claims 4-8, the apparatus of Dei as modified by Yaginuma comprises the 
apparatus according to claim 1, wherein the image forming apparatus further comprises 
a paper feed portion change setting section which sets whether to automatically enable 
paper feed portion change processing for each of the plurality of paper feed portions, 
and when said paper feed portion change setting section performs a setting which 
permits paper feed portion change processing for the paper feed portions in which the 
index sheets are set, but the pieces of predetermined information on the index sheets 
set in the plurality of paper feed portions are determined not to coincide with each other, 
said control section controls the paper feed portions so as not to perform change 
processing. See Dei, cols. 3 and 4. 

14. Re claim 9, the apparatus of Dei as modified by Yaginuma comprises a computer 
program product (16) which stores a control program for causing a computer to execute 
control of an image forming apparatus having a plurality of paper feed portions capable 
of setting index sheets, wherein the program has a code for a storage step of storing 
predetermined information on a paper sheet set in each paper feed portion, and a code 
for a control step of performing processing of automatically changing the paper feed 
portion between the plurality of paper feed portions on the basis of the predetermined 
information stored in the storage step, and in the control step, when index sheets are 
set in the plurality of paper feed portions and pieces of predetermined information on 
the index sheets set in the paper feed portions coincide with each other, the paper feed 
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portions are so controlled as to perform change processing between the plurality of 
paper feed portions in which index sheets are set, and when the pieces of 
predetermined information do not coincide with each other, the paper feed portions are 
so controlled as not to perform change processing. See Dei, cols. 3 and 4. 

1 5. Re claim 1 0, the apparatus of Dei as modified by Yaqinuma comprises the 
product according to claim 9, wherein the predetermined information stored in the 
storage step includes information on a size and a type of the paper sheet set in the 
paper feed portion, and when the paper type is an index sheet, information on the 
number of index portions and/or a shape of the index portion is further stored 
( Yaginuma , col. 7, lines 31-33). 

16. Re claim 1 1 , the apparatus of Dei as modified by Yaginuma comprises the 
product according to claim 10, further comprising an index sheet setting step of setting 
the information on the number of index portions and/or the shape of the index portion 
( Yaginuma . col. 7. lines 31-33). 

17. Re claim 12, the apparatus of Dei as modified by Yaqinuma comprises the 
product according to claim 9, wherein the computer program product further comprises 
a paper feed portion change setting step of setting whether to automatically enable 
paper feed portion change processing for each of the plurality of paper feed portions, 
and when a setting which permits paper feed portion change processing for the paper 
feed portions in which the index sheets are set is performed in the paper feed portion 
change setting step, but the pieces of predetermined information on the index sheets 
set in the plurality of paper feed portions are determined not to coincide with each other, 
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the paper feed portions are controlled in the control step so as not to perform change 
processing. See Dei , cols. 3 and 4. 

18. Re claim 1 3, the apparatus of Dei as modified by Yaginuma comprises a method 
of controlling an image forming apparatus having a plurality of paper feed portions 
capable of setting index sheets, wherein when the numbers of index portions and/or 
shapes of the index portions of index sheets set in the plurality of paper feed portions do 
not coincide with each other, a paper feed destination is not automatically changed from 
a paper feed portion subjected to paper feed to another paper feed portion. See Dei, 
col. 4, lines 47-53. 

Conclusion 

Any prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy R. Severson whose telephone number is (571) 
272-2209. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Mackey, can be reached at 571-272-6916. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
JRS 
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